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REMARKS 

Claims 1-46 and 51-62 are presented for the Examiner's review and consideration. In this 
response, claims 1, 5, 9, and 14-15 have been amended. Applicant believes the claim 
amendments and the accompanying remarks herein serve to clarify the present invention and are 
independent of patentability. No new matter has been added. 

Claim Objections 

Claims 5, 9 and 14-15 were objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. Applicant has herein amended the cited claims in accordance 
with the Objection. Accordingly, Applicant respectfully submits that claims 5, 9 and 14-15 are 
now allowable. 

35U.S.C. §102 Rejection 

Claims 1, 4, 6-8, 13, 18, 24 and 28 were rejected under 35 U.S.C. §102(b) as being 
anticipated by Stein (U.S. Patent No. 5,571,196) ("Stein"). For reasons set forth below, 
Applicant respectfully submits that this rejection should be withdrawn. 

A discussion of Stein, as well as a discussion of the present invention, were provided in a 
previous reply, and in the interests of brevity, are not repeated here. The comments are still 
germane to this discussion, however, and are therefore incorporated by reference herein. In 
addition to those comments, the following comments are added. 

The instant rejection cites Fig. 1 of Stein for showing "displacing a patella in the knee 
portion of the leg from a normal position to an offset position with an inner side of the patella 
facing inward". Applicant respectfully notes, however, that Fig. 1 is described as a diagrammatic 
view of a cross-section of a distal end of a human femur showing the knee joint (Brief 
Description of the Drawings). Further, the text accompanying Fig. 1 clearly indicates that Fig. 1 
is merely a diagram of a knee, for general reference, illustrating the parts and functions of a 
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knee. The diagram is not, therefore, illustrative of the invention in Stein, or of any surgical 
procedure. 

The rejection noted, in the Response to Arguments section, that claim 1 does not require 
that the patella remain offset for any period of time, or that the patella is specifically not everted. 
Claim 1 is herein amended accordingly, adding, "and cutting bone of the leg while the patella is 
maintained offset from a normal position and not everted". 

Support in the specification for this amendment may be found, for example, as follows: As 
an alternative to the above-described procedure in which patella 120 is everted or flipped to the 
position illustrated in FIG. 7, patella 120 can be resurfaced or otherwise worked upon while 
maintained in a substantially non-everted, anatomic position. (]][0251]). The retractors and 
methods disclosed in this line of patents, which is incorporated herein by reference, can be used 
for patella procedures and/or visualization while the patella is maintained in a substantially non- 
everted, anatomic position. (^[0252]). In accordance with one of the features of the present 
invention and as discussed above, it is contemplated that the patella 120 will be cut and an 
implant positioned on the patella while the patella remains in a substantially normal position 
relative to the femur 126. fl|[0326]). Additionally, limited incision replacement of these 
compartments that avoided everting the patellofemoral joint and reduced damage of the 
quadriceps mechanism would further accelerate rehabilitation. (H[0674]). 

Applicant respectfully submits that this amendment does not introduce new matter. 
Accordingly, Applicant respectfully requests reconsideration of arguments made in the previous 
response with respect to Stein, in view of the amendment to claim 1 . 

Accordingly, Applicant respectfully submits that claim 1 is patentable over Stein. As claims 
4, 6-8, 13, 18, 24 and 28 depend from Claim 1, these dependent claims necessarily include all the 
elements of their base claim. Accordingly, Applicant respectfully submits that the dependent 
claims are allowable over Stein for the same reasons. 

In light of the foregoing, Applicant requests reconsideration and withdrawal of the section 
102 rejection. 
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35U.S.C. §103 Rejection 

Claim 29 was rejected under 35 U.S.C. § 103(a) as being unpatentable over Stein. Claim 22 
was rejected under 35 U.S.C. § 103(a) as being unpatentable over Stein in view of Vukovic (U.S. 
Patent No. 4,369,768) ("Vukovic"). 

As described above, Applicant submits that claim 1 is patentable over Stein. As claims 22 
and 29 depend from claim 1, these dependent claims necessarily include all the elements of their 
base claim. Accordingly, Applicant respectfully submits that the dependent claims are allowable 
over Stein, and Stein in view of Vukovic, for the same reasons. 

In light of the foregoing, Applicant requests reconsideration and withdrawal of the section 
103 rejections. 

Allowable Subject Matter 

Applicants acknowledge with appreciation that claims 2-3, 10-12, 16-17, 19-21, 23, 25-27, 
30-46 and 51-62 were allowed. 

Conclusion 

In the light of the foregoing remarks, this application is now in condition for allowance and 
early passage of this case to issue is respectfully requested. If any questions remain regarding 
this amendment or the application in general, a telephone call to the undersigned would be 
appreciated since this should expedite the prosecution of the application for all concerned. 
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A fee of $840 is believed to be due for 4 additional independent claims. However, please 
charge any other required fee (or credit overpayments) to the Deposit Account of the 
undersigned, Account No. 503410 (Docket No. 780-A03-012B). 



Respectfully submitted, 
/Gary S. Winer/ 

Gary S. Winer, Reg. #31,806 for 
Paul D. Bianco, Reg. # 43,500 

Customer Number: 33771 

FLEIT KAIN GIBBONS GUTMAN BONGINI & BIANCO P.L. 

21355 East Dixie Highway, Suite 1 15 

Miami, Florida 33180 

Tel: 305-830-2600; Fax: 305-830-2605 

e-mail: pbianco@focusonip.com 
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